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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



. A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )H Responsive to communication(s) filed on 19 May 2005 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) H Claim(s) 1-3J-13and 15-19 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1-3.7-13 and 15-19 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1.0 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-2, 7-9, 12-13, 16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Macken '729. Macken discloses a combination themed storage and 
display device containing all of the elements of the. claims including with reference to 
claim 1, an openable container defined by a plurality of walls (figures 1 and 2), a base 
(16), a top (10), an interior compartment defined by the base and walls (interior of 
device shown in figure 2), a plurality of display frames defined in the plurality of walls 
(considered to be the frames formed of the sidewalls of boxes 13 and 14), a plurality of 
accessways defined within the peripheral walls and configured to facilitate placement of 
a display member into each display frame (considered to be the slots formed between 
the sidewalls of boxes 13 and 14), the container having a three-dimensional 
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configuration (figure 2) thematically related to stored contents (col. 2, lines 35-37). The 
three-dimensional configuration being in the form of a school building, as required by 
claim 1 , is shown in figure 1 , where it is considered that lacking any distinguishing 
features a school building could have a cubic or rectangular shape/form. A plurality of 
display frames being a plurality of windows of the school building, as required by claim 
1, is read onto the frames formed from boxes 13 and 14, where it is considered that 
since boxes 13 and 14 can be transparent (col. 1, lines 22-29) the frames fit the term 
windows. A top being a roof with a generally prismatic shape (lacking any further 
distinguishing features), as required by claim 1, is read onto top 10. The top being 
removable, as required by claim 2, is shown in figure 1 and further described at col. 2, 
lines 32-33. The plurality of display frames being suitable for receipt and sequential 
display of annual school photographs, as required by claim 7, is inherent in the device 
since col. 2, lines 44-46 clearly state that the device may display photographs. An 
interior storage compartment having ornamentation, as required by claim 8, is read onto 
the stored ornaments described at col. 2, lines 8-1 1 . Ornamentation being a school 
component, as required by claim 9, is described at col. 2, line 10, where a paperclip is 
commonly known to be used in a school environment. Windows carrying a transparent 
covering, as required by claim 16, is read onto the transparent box 14. 

Regarding claims 12 and 13, lacking any distinguishing features, a school 
mascot emblem, as required by claim 12, and a school color scheme, as required by 
claim 13, are read onto the design theme (1 1) and its associated Colors described at 
col. 2, lines 35-37. However it should further be noted that it has been held that when 
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the claimed printed matter is not functionally related to the substrate it will not 
distinguish the invention from the prior art in terms of patentability. In re Gulack 217 
USPQ 401 , (CAFC 1983). The fact that the content of the printed matter placed on the 
substrate may render the device more convenient by providing an individual with a 
specific type of decoration does not alter the functional relationship. Mere support by the 
substrate for the printed matter is not the kind of functional relationship necessary for 
patentability. Thus, there is no novel and unobvious functional relationship between the 
printed matter (e.g. school mascot emblem and a school color scheme) and the 
substrate (e.g. display device) which is required for patentability. 

Should Macken be later deemed not to meet claims 1-2, 7-9, 12-13 and 16 
because Macken does not disclose a three-dimensional configuration themedly related 
to the stored school memorabilia contents and a top having a generally prismatic shape 
as required by claim 1 , it would have been obvious to one having ordinary skill in the art, 
at the time of the claimed invention, to have linked the theme of Macken container with 
the stored contents since Macken clearly states that his theme may be any suitable 
design (col. 2, lines 35-37) and that his container may hold any desired objects (col. 2, 
lines 49-51). Regarding the prismatic shape for the lid of the container, it would have 
been obvious to manufacture such a lid with a prismatic shape for aesthetic purposes, 
especially since lids with such shape are notoriously know to be used on containers as 
shown by Sebag '018. Furthermore the theme choice as it is related to the stored 
contents and the lid shape are considered an obvious design choice as there is no 
criticality or advantage to such a relationship or shape. 
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Claims 1-2, 7-10, 12-13, 15, 17-18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kelley '165. Kelley discloses a themed device containing all of the 
elements of the claims including with reference to claim 1, an openable container 
defined by a plurality of walls (figure 1, walls 100, 200, 300 and 400), a base (110), a 
top (700), an interior compartment defined by the base and walls (interior of the 
structure shown in figures 1-2), a plurality of display frames defined in the plurality of 
walls (considered to be the frame of window 210, frame formed by the opening in wall 
200 shown in figure 1 , frame formed in and around the door shown in figure 1 and a 
frame formed by wall 300 shown in figure 1 ), a plurality of accessways defined within 
the peripheral walls and configured to facilitate placement of a display member into 
each display frame (considered to be the accessways defined by the frames of window 
210) the container having a three-dimensional configuration (figures 1-2) thematically 
related to stored contents (see abstract). The three-dimensional configuration being in 
the form of a school building, as required by claim 1 , is shown in figure 1 . A plurality of 
display frames being a plurality of windows of the school building, as required by claim 

1 , is shown in figures 1 and 2. A top being a generally prismatic roof, as required by 
claim 1, is shown as top 700 in figure 1 . The top being removable, as required by claim 

2, is described at col. 4, lines 49-52 and col. 5, lines 22-24. The plurality of display 
frames being suitable for receipt and sequential display of annual school photographs, 
as required by claim 7, is inherent in the device since (lacking any distinguishing 
features) photographs may be easily displayed on the window frames as desired. An 
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interior storage compartment having ornamentation, as required by claim 8, is shown in 
figure 7A and described at col. 3, lines 46-65. Ornamentation being a school 
component, as required by claim 9, is also described at col. 3, lines 46-65. 
Ornamentation being a chalkboard, as required by claim 10, is shown as element 425. 
A door, as required by claim 15, is shown as door 600. Lacking any distinguishing 
features, a hanging file-type apparatus, as required by claim 17, is read onto elements 
333 since they hang and may be used to store a variety of different items. A locking 
mechanism, as required by claim 18, is read onto the locking mechanism described at 
col. 5, lines 9-16. 

Regarding claims 12 and 13, lacking any distinguishing features, a school 
mascot emblem, as required by claim 12, and a school color scheme, as required by 
claim 13, are read onto the colors utilized in the structure and any one of the symbols 
525. However it should further be noted that it has been held that when the claimed 
printed matter is not functionally related to the substrate it will not distinguish the 
invention from the prior art in terms of patentability. In re Gulack 217 USPQ 401 , (CAFC 
1983). The fact that the content of the printed matter placed on the substrate may 
render the device more convenient by providing an individual with a specific type of 
decoration does not alter the functional relationship. Mere support by the substrate for 
the printed matter is not the kind of functional relationship necessary for patentability. 
Thus, there is no novel and unobvious functional relationship between the printed 
matter (e.g. school mascot emblem and a school color scheme) and the substrate (e.g. 
display device) which is required for patentability. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Macken 

'729 in view of Miki et al '663. Although Macken discloses all of the elements of the 

claims, as stated above, the reference fails to explicitly teach a top being hingedly 

related to at least one of the peripheral walls as required by claim 3. However, Miki 

discloses a display device which teaches that it is known to provide such a device with 

a top (22) that is hingedly related to a peripheral wall (figure 1 1 ). Therefore it would 

have been obvious to one having ordinary skill in the art, at the time of the claimed 

invention, provide the device of Macken with a lid and related wall construction 

incorporating a hinge type relationship for the purpose of allowing components held 

with the device of Macken to be easily and readily replaced while keeping the top 

secured to the box to prevent loss thereof. 

Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kelley 
'165. Although Kelley discloses all of the elements of the claims, as stated above, and 
further including a clock ornamentation as required by claim 1 1 , the reference fails to 
teach that the clock is located within the interior storage compartment. However, it 
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would have been obvious to place the clock ornamentation within the interior 
compartment to make it more accessible to the user and since it has been held that 
rearranging of parts of an invention involves only routine skill in the art. In re Japikse, 86 
USPQ 70. 

Claims 18-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Macken '729. Although Macken discloses most of the elements of the claims, as stated 
above, including all of the structural features claimed in claim 19, the reference fails to 
disclose a locking mechanism as required by claim 18 and explicit teaching of method 
steps of opening the top, placing themed memorabilia into the interior compartment, 
inserting the photographic memorabilia into the plurality of frames and replacing the top 
of the display device as required by claim 19. 

Regarding claim 18, it would have been obvious to incorporate a locking 
mechanism in the device of Macken for the purpose of preventing unwanted removal of 
articles or photographs since the examiner takes official notice that locking mechanisms 
are well know to be utilized in display and storage arts for the above purpose. 

Regarding claim 19, the method steps of opening the top, placing themed 
memorabilia into the interior compartment, inserting the photographic memorabilia into 
the plurality of frames and replacing the top of the display device would have all been 
obvious in order to utilize the device of Macken as intended. 



Response to Arguments 
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Applicant's arguments filed 5/19/2005 have been fully considered but they are 
not persuasive. Applicants appear to argue that the Macken reference fails to meet the 
limitation of "...said container has a three-dimensional configuration themedly related to 
the stored school memorabilia...". In response the examiner points out that lacking any 
distinguishing features and using the broadest interpretation in the art, the container of 
Maken (clearly three-dimensional) and able to carry any desired theme (col. 2, lines 35- 
37) and hold any desired materials therein (col. 2, lines 49-51 ) including paper clips 
(clearly school material) reads onto the claimed limitation or in the alternative would 
have been obvious (see above rejection). 

Applicants appear to further argue that neither Kelley nor the Macken reference 
discloses a device where photos can be slidably inserted "within" the confines of the 
wall of the container. In response the examiner points out that Macken clearly discloses 
such structure through the slots created between boxes 13 and 14 (see above rejection) 
while Kelley discloses a structure with accessways defined within four peripheral walls 
(see figures 1-5B where the accessways are read onto the openings as stated above) 
where a display member (i.e. picture, posted note or a poster taped to the frame among 
others) could easily be placed into the window frame defined by the accessways. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dmitry Suhol whose telephone number is 571-272-4430. 
The examiner can normally be reached on Mon - Friday 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Derris Banks can be reached on (571 ) 272-441 9. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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